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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-4 and 8-11 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
01/46664 A2 to Aigner et al. (of record, hereinafter "Aigner"). Aigner illustrates in at least 
figures 8A-10B with the associated text: 

Regarding claim 1, Aigner illustrates in FIGs. 8A, 8B, 10A and 10B a device having: 

a first wafer 1 having a first area and a second area opposed to each other with a first 
scribe area 20 in-between, wherein a first mechanical element 1 7 and a first pad 9 are formed in 
said first area and a second mechanical element (unnumbered - same as 17 on right) and a second 
pad (unnumbered - same as 9, just to right of 9) are formed in said second area, and 

a second wafer 2 which seals said first mechanical element and said second mechanical 
element with a prescribed space 1 8 over each of said first mechanical element and said second 
mechanical element formed in said first wafer, wherein: 

said second wafer is provided with a through- hole (5 and 19) having a first side and a 
second side opposed to said first side, for exposing said first pad and said second pad, and 
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said through-hole is so positioned that said first pad is placed between said first side and 
said first scribe area and said second pad is placed between said second side and said first scribe 
area, and 

wherein said first pad and said second pad are overlapped with said through-hole when 
viewed in a plan view (see annotated FIG. 10B below). 

Regarding claim 2, Aigner illustrates in FIGs. 10A and 10B (see annotated FIG. 10B 
below) said first wafer has a second scribe area 

said through-hole (5 and 19) has a third side crossing said first side and said second side 
and a fourth side opposed to said third side, 

the fourth side of said through-hole is placed between said second scribe area, said first 
pad and said second pad, and 

the third side of said through-hole is arranged to be placed between said third scribe area, 
said first pad and said second pad. 
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FIG 108 




Regarding claim 3, Aigner illustrates in FIGs. 10A and 10B (see annotated FIG. 10B 
above) said first wafer 1 has: 
a second scribe area, 

a third area opposed to said first area with said second scribe area in-between, and 
a fourth area opposed to said second area with said second scribe area in- between and 
opposed to said third area with said first scribe area in-between, wherein: 

a third mechanical element and a third pad are formed in said third area, 
a fourth mechanical element and a fourth pad are formed in said fourth area, 
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said through-hole (5 and 19) is so arranged as to expose said third pad and said fourth 
pad, and 

said through-hole is so arranged as to place said third pad between said first side and said 
first scribe area and to place said fourth pad between said second side and said first scribe area. 

Regarding claim 4, Aigner illustrates in FIGs. 10A and 10B (see annotated FIG. 10B 
above) said through-hole (5 and 19) has a third side crossing said first side and said second side 
and a fourth side opposed to said third side, 

said through-hole is so arranged as to place said first and second pads between said third 
side and said second scribe area and to place said third and fourth pad between said fourth side 
and said second scribe area. 

Regarding claims 8 and 10, Aigner illustrates in FIGs. 10A and 10B (see annotated FIG. 
10B above) said first wafer further has second through fifth scribe areas, 

said first area is surrounded by said first (20), second, third and fourth (not shown - scribe 
area on opposed side of first scribe area 20) scribe areas, and 

said second area is surrounded by said first, second, third and fifth (vertical scribe areas 
on right). Further regarding claim 10, said third area is surrounded by said first, second, fourth 
and sixth (not shown - scribe area on opposed side of second scribe area below areas 3 and 4) 
scribe areas, and said fourth area is surrounded by said first, second, fifth and sixth scribe areas. 

Regarding claims 9 and 11, the machine translation of Aigner, page 7, discloses making 
chips 1 1 by cutting the scribe areas 20. 
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Response to Arguments 

Applicant's arguments filed 9/14/2009 have been fully considered but they are not 
persuasive. 

The argument on page 5 that "the second wafer provided with a through-hole (i.e., a 
through-hole bored in advance), the pads can be opened without having to cut through the second 
wafer" is not persuasive. First, Aigner is provide with a through-hole after the second wafer 
seals the mechanical elements . Second, the claimed "the second wafer provided with a through- 
hole" does not clearly disclose when the through-hole is formed. Third, the claims are device 
claims. Whether the through-hole is bored in advance or after the second wafer seals the 
mechanical elements is a product-by-process limitation. A "product by process" claim is 
directed to the product per se, no matter how actually made, MPEP 2113 "Product-by-Process 
Claims," In re Brown, 173 USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 
324; In re Avery, 186 USPQ 161; In re Wertheim, 191 USPQ 90; In re Marosi et al, 218 USPQ 
289; and particularly In re Thorpe, 227 USPQ 964, all of which make it clear that it is the 
patentability of the final product per se which must be determined in a "product by process" 
claim, and not the patentability of the process, and that an old or obvious product produced by a 
new method is not patentable as a product, whether claimed in "product by process" claims or 
not. 

The argument that "the covering body 2 of Aigner is not provided with a through-hole for 
exposing the first pad and the second pad because, as admitted, Figs 8 A through 10B of Aigner 
show that a through-hole is made after the covering body 2 is applied to the base body 1 as 'cut 
19 partially saws through the structure to remove material to make the through-hole'" is not 
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persuasive. Aigner is provide with a through-hole after the second wafer seals the mechanical 
elements . Again, whether the through-hole is bored in advance or after the second wafer seals 
the mechanical elements is not considered. This would be a product-by-process claim (see 
above). 



Any inquiry concerning this communication or earlier communications from an examiner 
should be directed to Primary Examiner Allan Wilson whose telephone number is 571-272-1738. 
Examiner Wilson can normally be reached 7:00-3:30 Monday-Friday (off first Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ken Parker can be reached on 571-272-2298. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Allan R. Wilson/ 

Primary Examiner, Art Unit 2815 



